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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on 12 February 2004 , 
2a)KI This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 1 and 4-8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1 and 4-8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) IEI The drawing(s) filed on 12 February 2004 is/are: a)KI accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Amendment 

1 . Claim 6 has been amended as requested in the amendment of Paper filed on February 1 2, 
2004. Claims 1 and 4-8 are pending in the instant application. 

Claims 1 and 4-8 are under examination in the instant office action. 

2. The Text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. Any objection or rejection of record, which is not expressly repeated in this action has 
been overcome by Applicant's response and withdrawn. 

4. Applicant submits that Power of Attorney changes have been made in the instant 
application. Applicant is advised that, according to PALM system, these changes are not of 
record. 

5. Applicant's arguments filed on February 12, 2004 have been fully considered but they are 
not deemed to be persuasive for the reasons set forth below. 



Claim Rejections - 35 USC §102 
6. Claims 1 and 4-7 stand rejected under 35 U.S.C. 102(e) as being anticipated by Isfort et 
al. (US Patent Application Publication No. 2003/0165807, filed 03/06/2001) for those reasons of 
record in section 2 of Paper No. 13. 

The Combined Declaration of Vale filed on February 12, 2004 under 37 CFR 1.131 and 
37 CFR 1.132 has been presented in the instant application. The Declaration discusses an article 
of Reyes et al. published on February 27, 2001 (reference AH of the IDS submitted on February 



12, 2004), which discloses the polypeptide sequence of murine urocortin II, including the peptide 
coding region (SEQ ID NO: 10 and 1 1 of the instant specification). The Declaration also states 
that "the work set forth in Reyes et al. was the work of the Applicants" (bottom at page 5 of the 
declaration). 

Applicant is advised that the Declaration of Vale under 37 CFR LI 32 filed on February 
12, 2004 is sufficient to establish that Reyes et al. publication is a work of the Applicants and, 
therefore, is not 102(a) reference with regard to the instant invention. 

However, the part of the Declaration of Vale filed on February 12, 2004 under 37 
CFR 1.131 has been considered but is ineffective to overcome the Isofort et al. reference because 
it does not comply with 37 CFR 1.131, section (a). 

37 CFR 1.131. Affidavit or declaration of prior invention. 

(a) When any claim of an application or a patent under reexamination is rejected, the 
inventor of the subject matter of the rejected claim, the owner of the patent under reexamination, 
or the party qualified under §§ 1.42, 1.43, or 1 .47, may submit an appropriate oath or 
declaration to establish invention of the subject matter of the rejected claim prior to the effective 
date of the reference or activity on which the rejection is based (emphasis added). 

See also MPEP 715.04 Who May Make Affidavit or Declaration; Formal Requirements 
of Affidavits and Declarations, section (A). 

WHO MAY MAKE AFFIDAVIT OR DECLARATION 

The following parties may make an affidavit or declaration under 37 CFR 1.131 : 

(A) All the inventors of the subject matter claimed. 

(B) An affidavit or declaration by less than all named inventors of an application is 
accepted where it is shown that less than all named inventors of an application 



one of two joint inventors is accepted where it is shown that one of the joint 
inventors is the sole inventor of the claim or claims under rejection. 

(C) A party qualified under 37 CFR 1.42, 1.43, or 1.47 in situation where some 
or all of the inventors are not available or not capable of joining in the filing of the 
application. 

(D) The assignee or other party in interest when it is not possible to produce the 
affidavit or declaration of the inventor. Ex parte Foster, 1903 CD. 213, 105 
O.G. 261 (Comm'rPat. 1903). 

Affidavits or declarations to overcome a rejection of a claim or claims must be made 
by the inventor or inventors of the subject matter of the rejected claim(s), a party 
qualified under 37 CFR 1.42, 1.43, or 1.47, or the assignee or other party in interest when 
it is not possible to produce the affidavit or declaration of the inventor(s). Thus, where all 
of the named inventors of a pending application are not inventors of every claim of the 
application, any affidavit under 37 CFR 1.131 could be signed by only the inventor(s) of 
the subject matter of the rejected claims. Further, where it is shown that a joint inventor is 
deceased, refuses to sign, or is otherwise unavailable, the signatures of the remaining 
joint inventors are sufficient. However, the affidavit or declaration, even though signed 
by fewer than all the joint inventors, must show completion of the invention by all of the 
joint inventors of the subject matter of the claim(s) under rejection. In re Carlson, 79 F.2d 
900, 27 USPQ 400 (CCPA 1935). 

Because the Declaration submitted on February 12, 2004 was not signed by all inventors 
("the inventor") of the instant application, it is considered insufficient at this time, therefore, the 
instant rejection is maintained. 



Claim Rejections - 35 USC § 103 

7. Claim 8 stands rejected under 35 U.S.C. 103(a) as being unpatentable over Isfort et al. 
(US Patent Application Publication No. 2003/0165807, filed 03/06/2001) for reasons of record in 
section 5 of Paper No. 13. 

Applicant submits that the reference of Isfort et al. cannot serve as 102 (e) reference in 
view of the Vale Declaration. However, because Declaration of Vale has been found to be 
insufficient for those reasons of record in section 6 of the instant office action and 102 (e) 
rejection of record is maintained, the instant rejection under 103(a) is maintained as well. 

Conclusion 

8. No claim is allowed. 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Olga N. Chernyshev whose telephone number is (571) 272-0870. 
The examiner can normally be reached on Monday to Friday 9 AM to 5 PM ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler can be reached on (571) 272-0871. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Certain papers related to this application may be submitted to Technology Center 1600 
by facsimile transmission. Papers should be faxed to Technology Center 1600 via the PTO Fax 
center located in Crystal Mall 1 (CM1). The faxing of such papers must conform with the notices 
published in the Official Gazette, 1 156 OG 61 (November 16, 1993) and 1 157 OG 94 (December 
28, 1993) (see 37 C.F.R. § 1.6(d)0. NOTE: If Applicant does submit a paper by fax, the original 
signed copy should be retained by Applicant or Applicant's representative. NO DUPLICATE 
COPIES SHOULD BE SUBMITTED so as to avoid the processing of duplicate papers. 

Official papers filed by fax should be directed to (703) 872-9306. If this number is out of 
service, please call the Group receptionist for an alternative number. Faxed draft or informal 
communications with the examiner should be directed to (571) 273-0870. Official papers should 
NOT be faxed to (571) 273-0870. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 



system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Olga N. Chernyshev, Ph.D. 




OLGA N. CHERNYSHEV, PH.D. 
RCTE NT EXAMINER 



